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INTELLECTUAL PROPERTY – Fall 2008
Peter N. Davis

I.  (30 min.)

- the glass-in-glass art form technology is old, and is not protectable by copyright.
- copyright protects original creative expression in a fixed medium of expression.
- glass-in-glass sculpture is a fixed medium of expression.
- original artistic expression is protectable.

- but copying of generic and public domain forms is permitted.
- jellyfish is an animal in the public domain; its form, therefore, is generic.
- creating fanciful & colorful variations is original.

- but the scope of protection is very narrow, limited to virtual reproductions of the
variations.
- infringement is copying of protectable elements of another’s original creative design.
- Stone’s designs are original, because they do not exist in nature and were created by him.
- the facts indicate that Lambert did not literally copy any of Stone’s designs, but merely utilized
the same technology and generic jellyfish form to create his own original designs.

- Stone had combined several unprotectable ideas and standard elements of shape and
orientation.
- only Stone’s variations of the jellyfish form are protectable.

- thus, Lambert has not copied the protectable elements of Stone’s designs.
- no infringement.
- bonus: unfair competition may exist.

- but there is federal preemption of state unfair competition law.

II.  (60 min.)

- a mark is an indicia of the origin of the product or service.
- it must be affixed to the product or location of the service.

- infringement exists when there is a likelihood of confusion between the plaintiff’s and
defendant’s marks among consumers.
- 8-factor test:

(1) strength of plaintiff’s mark
- arbitrary, suggestive, and merely descriptive marks
- secondary meaning
- degree of strength is based on how widely the mark is recognized by consumers
- TSI had 6 years’ of uncontested use following its 1995 registration

(2) relatedness of the goods or services
- physicians use both TSI’s services and Thermoscan’s thermometers
- hence, both marks serve the same group of consumers
- this raises the likelihood of confusion
- but Thermoscan sells 80% of its thermometers to the general public and 20% to
physicians

(3) similarity of the marks
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- the issue is whether physicians would confuse the origin of TSI’s services and
Thermoscan’s thermometers
- Therma-Scan and Thermoscan are nearly identically spelled
- but their typefaces and graphics differ significantly

(4) evidence of actual confusion
- the only evidence of actual confusion is the 12 e-mails sent to TSI with orders
for electronic thermometers between 1995 and 2000
- but, Thermoscan has sold millions of thermometers over the same period and
receives about 11,000 phone orders per month
- this suggests very little actual confusion by consumers

(5) marketing channels used
- Thermoscan advertises its thermometers extensively; TSI relies on professional
word-of-mouth exclusively
- these are different marketing channels
- Thermoscan sells 80% of its thermometers to the general public and 20% to
physicians; TSI’s services are offered to physicians and their patients
- thus, there is only partial market overlapo

(6) likely degree of purchaser care
- physicians are likely to be careful purchasers who know the origin of the
products they buy
- while this is not true of the general public, they are unlikely to know about TSI’s
services
- unless they are looking for thermal imaging services, in which case they are
likely to be more careful than usual, or will rely on their physicians’ advice

(7) Thermoscan’s intent in selecting its trademark
- that Thermoscan adopted its mark after TSI registered its mark does not create
an inference that it intended to copy TSI’s mark
- there is no affirmative evidence about Thermoscan’s intent other than the
suggestive character of its mark

(8) likelihood of expansion of the parties’ product lines
- there is no evidence about TSI’s or Thermoscan’s intentions to move into each
others’ markets

- mark becomes incontestable after 5 years’ uncontested use.
- secondary meaning is presumed when a mark become incontestable.
- it can no longer be cancelled for being merely descriptive.
- but, incontestability does not raise a presumption that it is a strong mark.

- here, TSI’s mark is merely descriptive;  although incontestable, it is not widely recognized by
the general public, but must be well-known by the physicians in the bi-state St. Louis area.
- RESULT: there is little likelihood of confusion between the two marks.

- no infringement.

III.  (30 min.)

- the patent application must contain claims and a specification that shows that the invention is
operative and useful.
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- the date of the invention for purposes of determining who is the first inventor is the earliest of
date of conception, date of reduction to practice, or date of application.

- here, the date of invention is the date of application.
- an invention must be operative.

- reduction to practice is required for complex and somewhat complex inventions, but is
not needed for simple inventions.

- their operativeness is self-evident from the patent claims and specification.
- but, reduction to practice need not be established at the time of application.

- reduction to practice is presumed at the time of application.
- it is sufficient to prove reduction to practice when the examiner requires proof of
operativeness.

- anticipation: § 101(a) requires that a patent cannot issue if the invention is known or used in
the U.S. or is described in a printed publication or patent in the U.S. or a foreign country before
applicant invented the invention.
- here, the invention was described in the Canadian research report years before applicant’s date
of invention.

- a publication is considered published:
(1) it is “printed”, i.e., printed in any form of hardcopy by any process

- bonus: or is available online
- a single copy available to the public is sufficent.  Borst.

(2) it is made available to the public
- deposit in a library open to the public and indexed to make it accessible
is sufficient.  Borst.

- here, the research report was deposited and indexed in a library open to the public in a
foreign country.

- thus, the invention was anticipated.

IV. (15 min.)

Explain the significance of the following cases:
(1) In re Bilski [Fed. Cir.] - abandons “useful, concrete and tangible result’ test of State St.

Bank and AT&T v. Excel for patentability of process claims and restores “machine of
transformation” test of prior cases (Benson and Diehr); eliminates patentability of
computer processes and business methods.

(2) KSR International, Inc. v. Teleflex - requires a synergistic effect or unexpected result for
patentability of combinations of old elements claims, repudiating Stratoflex; a
combination of old elements, with no change in their respective functions and yielding a
predictable result is not patentable, confirming A&P, U.S. v. Adams, Sakraida.

(3) Eldred v. Ashcroft - holds that extension of copyright term by 20 years is not the
equivalent of creating a perpetual copyright term.

V. (30 min.)

Briefly identify and define the following:
(1) ordinary skill in the art - patent:  level of technical skill in the pertinent area of
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technology possessed by a person to whom applicant’s invention would be obvious.
(2) tangible medium of expression - copyright:  copyrighted subject matter must be expressed

in a physical entity.
(3) trade secret - secret information intended to be kept secret which creates a competitive

advantage.
(4) “on sale” bar - patent:  invention cannot be patented if it has been offered for sale or has

been sold to the public by applicant or anyone else for more than 1 year before applicant
filed.

(5) process - patent:  one of 4 categories of patentable subject matter:  a sequence of
physical, chemical, or other steps for treating materials to achieve a predetermined
physical result.

(6) originality - copyright:  work was created by author/composer/artist, not by someone
else.

(7) first sale doctrine - patents & copyrights:  ownership of copyrighted/patented object is
distinct from ownership of copyright/patent; thus, purchaser of patented or copyrighted
object has the right to sell or dispose of it without liability to patent/copyright owner.

(8) palming off - unfair competition:  selling something with suggestion/assertion that it is
made by someone else, with the purpose of deceiving customers.

(9) misappropriation - taking the work product of another without consent for competitive
advantage.

(10) right of publicity - right of a celebrity to prevent others from using the celebrity’s name
or likeness for competitive advantage.


